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DETAILED ACTION 
Claim Objections 

1. Claims 1, 5, 7, 9-10, and 12 are objected to because of the following informalities: 

- in claim 1, 11 4, "EP" should be spelled out to avoid any misinterpretation; 

11 9, "SIP" "IP" should be spelled out to avoid any misinterpretation; 
11 12, "S-CSCF" should be spelled out to avoid any misinterpretation; 

- in claim 5, 11 3, "I-CSCF" should be spelled out to avoid any misinterpretation; 

- in claim 7, 11 3, "MGCF" and "I-CSCF" should be spelled out to avoid any 
misinterpretation; 

- in claim 9, 11 3, "the" should be changed to "an;" 

11 3-4, "I-CSCF" should be spelled out to avoid any misinterpretation; 

- in claim 10, 11 3, "the" should be changed to "a" and "PLMN" should be spelled out to 
avoid any misinterpretation; 

- in claim 12, 11 4, "the I-CSCF" should be changed to "an I-CSCF" to avoid lack of 
antecedent basis, and "I-CSCF" should also be spelled out to avoid any misinterpretation. 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 09/919,642 Page 3 

Art Unit: 2663 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

3. Claims 1, 11, and 14-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rasanen et al. ("Rasanen") (US 2004/0028037 Al). 

Regarding claim 1, as shown in Figs. 1 and 4, Rasanen teaches a method for terminating 
a call request (SEP INVITE) to a mobile unit (16), the method comprising: 

Receiving a call (SIP INVITE) intended for the mobile unit (16) at the IMS (SIP INVITE 
is received at the CSCF 7 which must be located in an IMS, paragraphs 0048 and 0070). 

Forwarding by the IMS the call intended for the mobile unit to the iMSC (MGCF 9) via 
SEP on an Mx interface (a connection between CSCF 7 and MGCF 9 as shown in Fig. 1) (SEP 
INVITE is routed from CSCF 7 to MGCF 9, paragraphs 0048 and 0070). 

Sending by an S-CSCF located in the IMS SIP messages (SIP INVITE and SIP ACK 
messages) (since the method in Fig. 4 involves a mobile terminated communication, S-CSCF 
which is a function included in CSCF 7 must be involved in transmitting SIP INVITE and SIP 
ACK messages to MGCF 9, paragraphs 0048 and 0070). 

Performing by the iMSC (MGCF 9) interworking between SEP call control procedures 
(SIP messages) on the Mx interface and call control procedures (ISUP messages) towards the 
mobile unit (16). See paragraphs 0048 and 0070. 

Regarding claim 1 1, as shown in Figs. 1 and 4, Rasanen further teaches sending the SIP 
messages (SIP INVITE and SIP ACK messages) directly to the iMSC (MGCF 9). See 
paragraphs 0048 and 0070. 
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Regarding claims 14-16, as shown in Fig. 4, Rasanen teaches mapping call 
states/messages/call control procedures between SIP (SIP messages, e.g. INVITE, 183 SESSION 
PROGRESS, ALERTING, 200 OK) and an over-the-air call control protocol (ISUP messages 
used to communicate with CS-MS 16, e.g. I AM, ACM, CPG/ ALERTING, ANM). See 
paragraph 0070. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2-10 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rasanen et al. ("Rasanen") (US 2004/0028037 Al) in view of Barany et al. ("Barany") (US 
2001/0043577 Al). 

Regarding claims 2 and 6, Rasanen fails to teach receiving a call request from a 
PSTN/PLMN as recited in the claims. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from PSTN 302 to a CSCF 3 10B via T-SGW 344 and MGCF 318 which enables a 
call request originated in the PSTN 302 to be forwarded to the CSCF 3 10B. 

Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include receiving a call request from a PSTN/PLMN as 
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recited in the claims. The suggestion/motivation to do so would have been to enable the 
terminating mobile unit (e.g. CS-MS 16 in Fig. 4, Rasanen) to communicate with a PSTN/PLMN 
user using a CSCF in the IMS using signaling services provided by CSCF. 

Regarding claims 3 and 7, Rasanen fails to teach that the IMS receives the call request 
from the PSTN/PLMN via a MGCF, I-CSCF, and a S-CSCF. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from PSTN 302 to a CSCF 31 OB via T-SGW 344 and MGCF 318 which enables a 
call request originated in the PSTN 302 to be forwarded to the CSCF 3 10B, and that both S- 
CSCF and I-CSCF are involved in mobile terminated communication (paragraph 0112). 

Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include that the IMS receives the call request from the 
PSTN/PLMN via a MGCF, I-CSCF, and a S-CSCF as recited in claims. The 
suggestion/motivation to do so would have been to enable the terminating mobile unit (e.g. CS- 
MS 16 in Fig. 4, Rasanen) to communicate with a PSTN/PLMN user using a CSCF in the IMS 
using signaling services provided by CSCF. 

Regarding claim 4, Rasanen fails to teach receiving a call request from a second IMS. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from a first IMS, e.g. where CSCF 310B is located, to a second IMS, e.g. where CSCF 
31 OA is located. 

Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
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modify the teaching of Rasanen to include receiving a call request from a second IMS as recited 
in the claim. The suggestion/motivation to do so would have been to enable the terminating 
mobile unit (e.g. CS-MS 16 in Fig. 4, Rasanen) to communicate with a second IMS user using 
signaling services provided by CSCF. 

Regarding claim 5, Rasanen fails to teach that the IMS receives the call request from the 
second IMS via a MGCF, I-CSCF, and a S-CSCF. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from a first IMS, e.g. IMS where CSCF 31 OB is located, to a second IMS, e.g. another 
IMS where CSCF 31 OA is located, and that both S-CSCF and I-CSCF are involved in mobile 
terminated communication (paragraph 01 12). 

Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include that the IMS receives the call request from the 
PSTN/PLMN via a MGCF, I-CSCF, and a S-CSCF as recited in claims. The 
suggestion/motivation to do so would have been to enable the terminating mobile unit (e.g. CS- 
MS 16 in Fig. 4, Rasanen) to communicate with a user of the second IMS using signaling 
services provided by CSCF. 

Regarding claims 8 and 10, Rasanen fails to teach receiving a call request from a SIP 
endpoint located outside of a PLMN. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from a Multimedia IP network 304 to a CSCF 3 10B. 
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Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include receiving a call request from a SIP endpoint located 
outside of a PLMN as recited in the claim. The suggestion/motivation to do so would have been 
to enable the terminating mobile unit (e.g. CS-MS 16 in Fig. 4, Rasanen) to communicate with a 
user at the SIP endpoint located outside of a PLMN using signaling services provided by CSCF. 

Regarding claim 9, Rasanen fails to teach that the IMS receives the call request from the 
the SIP endpoint via an DP multimedia network, aMGCF, I-CSCF, and a S-CSCF. 

However, as shown in Fig. 3, Barany teaches a system where a signaling path is 
connected from a Multimedia IP networks 304 to CSCF 31 0B ? and that both S-CSCF and I- 
CSCF are involved in mobile terminated communication (paragraph 0112). 

Given the teaching of Barany and Rasanen teaching on receiving a call request (SIP 
INVITE) by the CSCF, paragraph 0070, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include that the IMS receives the call request from the SIP 
endpoint via an EP multimedia network, a MGCF, I-CSCF, and a S-CSCF as recited in claims. 
The suggestion/motivation to do so would have been to enable the terminating mobile unit (e.g. 
CS-MS 16 in Fig. 4, Rasanen) to communicate with a user at the SIP endpoint using signaling 
services provided by CSCF. 

Regarding claims 12 and 13, since Rasanen the method in Fig. 4 involves a mobile 
terminated communication, both S-CSCF and I-CSCF must be involved and used in transmitting 
SIP INVITE and SIP ACK messages to MGCF 9, paragraphs 0048 and 0070, and Fig. 1 
illustrating a direct connection between CSCF (7) and iMSC (MGCF 9). 
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However, Rasanen does not explicitly teach sending the SEP messages to an I-CSCF 
which forwards the SIP messages to the iMSC. 

Barany teaches that I-CSCF is used in determining how to route mobile terminated call 
(paragraph 0112). 

Given the teaching of Barany, it would have been obvious to one skilled in the art to 
modify the teaching of Rasanen to include sending the SIP messages to an I-CSCF which 
forwards the SIP messages to the iMSC as recited in the claim. The suggestion/motivation to do 
so would have been to route the SIP messages to a terminating mobile. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

- Westman (US 2004/0184435 Al), disclosing method for providing call forwarding 
from IMS to CS network in dual subscription mode (Fig. 1). 

- Tuohino et la. (US 2002/0196775 Al), disclosing routing a call between IMS and CS 
Network (Figs. 2 and 3). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nittaya Juntima whose telephone number is 571-272-3 120. The 
examiner can normally be reached on Monday through Friday, 8:00 A.M - 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on 571-272-3139. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Nittaya Juntima ^ 



February 11, 2005 
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